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DETAILED ACTION 



Claim Rejections - 35 USC S 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Enghsh language. 



2, Claims 1-3, 6-12, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ohta et al. (U.S. 5,954,866) taken in view of the evidence given in Ohya et al. (U.S. 6,890,070). 

Ohta et al. disclose ink jet ink comprising pigment such as Pigment Black 7 and Pigment 
Blue 15:3, dispersant, humectant, water, and 0.1-5% resin emulsion including polyacrylate resin 
emulsion which has particle size of 150 nm or less. The resin emulsion is, for instance, known 
under the tradename Microgel E-1002 which is well known, as evidenced by Ohya et al. (col. 19, 
lines 9-10), to possess glass transition temperature of 60 ^C. Ohta et al. also disclose recording 
medium con:q)rising substrate with coating layer, i.e. ink receiving layer, thereupon wherein the 
layer absorbs and fixes ink and comprises water-soluble resin such as polyvinyl alcohol, 
hydroxypropylmethyl cellulose, hydroxypropyl cellulose, and polyvinyl pyrrolidone. The coating 
layer is coated onto entire substrate by means of, for instance, bar coater, i.e. coating is 
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continuous and coextensive. It is disclosed that the ink is printed onto the recording medium 
using an ink jet printer (col.2, lines 3-9, 23-24, and 30-33, col4, lines 20-23 and 62, col.5, lines 
18 and 47-50, coL7, lines 14-17, 37-39, and 52-58, col.8, lines 1-2 and 40, col. 16, lines 19-30, 
and col. 17, lines 38-42). Although there is no expUcit disclosure that the ink jet printer prints in 
response to digital data signals, this is an inherent feature of Inkjet printing. 

Given that Ohta et al. disclose recording medium with ink receiving layer comprising 
polymers identical to those presently claimed, it is clear that such ink receiving layer is also 
inherently swellable, nonporous, and possesses gloss as presently claimed 

In light of the above, it is clear that Ohta et al. anticipate the present claims. 

3. Claims 1-3, 7-12, and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bodager et al. (U.S. 6,197,409) taken in view of the evidence given in Menard et al. (U.S. 
5,529,878). 

Bodager et al. disclose ink jet ink comprising pigment, humectant (diethylene glycol), 
water, and water-dispersible or water-soluble polymer such as polyacrylate. The pigment 
includes Magenta RV 6803 which is well known, as evidenced by Menard et al. (col. 10, lines 29- 
30), as Pigment Red 122. Although there is no explicit disclosure of the glass transition 
tenq^erature (Tg) of the polymer, it is disclosed that the polymer includes, for instance, polymer 
obtained from 40% butyl methacrylate, 40% methyl methacrylate, and 20% methacrylic acid. It 
is calculated using the well known glass transition temperatures of butyl methacrylate (Tg = 20 
*^C), methyl methacrylate (Tg = 105 ^C), and methacrylic acid (Tg = 130 ^C) that the Tg of such 
polymer is 69.5 ^'C. Bodager et al. also disclose recording medium comprising substrate with 
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coating layer, i.e. ink receiving layer, thereupon wherein the layer absorbs and fixes ink and 
conprises water-soluble resin such as polyvinyl alcohol, carboxymethyl cellulose, 
hydroxypropyl cellulose, and polyvinyl pyrrolidone. The coating layer is coated onto entire 
substrate by means of, for instance, roller coating, i.e. coating is continuous and coextensive. It is 
disclosed that the ink is printed onto the recording medium using an ink jet printer (col. 1 , lines 8- 
10, col.2, lines 18-28, col.4, line 66-col.5, line 2, col.5, line 66-col.6, line 4, col.6, lines 54-62, 
col.7, lines 43-45, 55-56, and 62-63, col.9, lines 59-67, col. 12, lines 34-37, and col 13, line 60- 
col.l4, line 15). Although there is no explicit disclosure that the ink jet printer prints in response 
to digital data signals, this is an inherent feature of ink jet printing. 

Given that Bodager et al. disclose recording medium with ink receiving layer comprising 
polymers identical to those presently claimed, it is clear that such ink receiving layer is also 
inherently swellable, nonporous, and possesses gloss as presently claimed. 

In light of the above, it is clear that Bodager et al. anticipate the present claims. 

4. Claims 1-3 and 6-14 are rejected under 35 U.S.C. 102(e) as being anticipated by Shaw- 
Klein et al. (U.S. 6,417,139). 

Shaw-Klein et al. disclose ink jet ink recording method comprising the steps of providing 
an ink jet printer that is responsive to digital data signals, loading printer with ink-receiving 
element comprising support having thereon swellable, glossy coating layer wherein the layer 
absorbs and fixes ink and comprises water-soluble resin such as polyvinyl alcohol and gelatin, 
loading printer with ink comprising pigment including bridged aluminum phthalocyanine, 
humectant (diethylene glycol), dispersant, water, and water-dispersible polymer particles 
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including polyacrylates which have particle size of 10-100 nm and possess glass transition 
temperature of 30-200 ^C, and printing on the ink-receiving element using the ink in response to 
digital data signals. The coating layer is coated onto entire substrate by means of, for instance, 
roller coating, i.e. coating is continuous and coextensive. From the examples, it is seen that the 
polymer is present in amount of approximately 5-7% while the ink-receiving layer has gloss of 
80-97 (col.2, lines 41-44 and 48-56, col.3, lines 33-41 and 46-53, col.4, lines 9-34, coL5, line 36, 
col.6, lines 8-39, col 6, line 63-col.7, line 6, and col. 10, lines 39-48). 

Given that Shaw-Klein et al. disclose recording medium with ink receiving layer 
comprising polymers identical to those presently claimed, it is clear that such ink receiving layer 
is also inherently nonporous as presently claimed. 

In hght of the above, it is clear that Shaw-Klein et al. anticipate the present claims. 

5. Claims 1-3, 7-10, and 12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yatake (US. 6,737,449). 

Yatake discloses ink jet ink comprising pigment, humectant, water, and 0.5-10% resin 
emulsion including water-soluble acrylic resin emulsion which has glass transition tenqjerature 
of 0-20 ^C. Yatake also discloses recording medium comprising substrate with swellable coating 
layer, i,e. ink receiving layer, thereupon wherein the layer absorbs and fixes ink and comprises 
water-soluble resin such as polyvinyl alcohol, hydroxypropylmethyl cellulose, hydroxypropyl 
cellulose, and polyvinyl pyrroHdone. The coating layer is coated onto entire substrate by means 
of, for instance, bar coater, i.e. coating is continuous and coextensive. It is disclosed that the ink 
is printed onto the recording medium using an ink jet printer (col. 1, lines 7-11, col.2, lines 56-58, 
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col.4, lines 28-29, col.5, lines 48-50 and 61-65, col.7, lines 6-8, and col.9, lines 41-45 and 59- 
62). Although there is no explicit disclosure that the ink jet printer prints in response to digital 
data signals, this is an inherent feature of ink jet printing. 

Given that Yatake disclose recording medium with ink receiving layer comprising 
polymers identical to those presently claimed, it is clear that such ink receiving layer is also 
inherently nonporous and possesses gloss as presently claimed. 

In light of the above, it is clear that Yatake anticipate the present claims! 

Claim Rejections - 35 USC .$ 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v- John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are appUed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bodager et al. 
(U.S. 6,197,409) or Yatake (U.S. 6,737,449) either of which in view of either Ohta et al. (U.S. 
5,954,866) or Shaw-Klein et al. (U.S. 6,147,139). 

The disclosures with respect to Bodager et al. and Yatake in paragraphs 3 and 5 above are 
incorporated here by reference. 

The difference between Bodager et al. or Yatake and the present claimed invention is the 
requirement in the claims of average diameter of the polymer. 

Ohta et al., which is drawn to ink jet ink, disclose the use of polymer having average 
particle size of no more than 150 nm in order to ensure dispersion stability (col.7, lines 5-58). 

Alternatively, Shaw-Klein et al., which is drawn to ink jet ink, disclose the use of 
polymer possessing average particle size of 10-100 nm in order to prevent nozzle clogging of the 
printer and prevent polymer particles from settling (col.3, lines 46-53), 

In Hght of the motivation for using polymer with specific particle size disclosed by Ohta 
et al. or Shaw-Klein et al. as described above, it therefore would have been obvious to one of 
ordinary skill in the art to use polymer with such particle size in either Bodager et al. or Yatake 
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in order to ensure dispersion stability, or alternatively, prevent nozzle clogging, and thereby 
arrive at the claimed invention. 

9. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ohta et al. (U.S. 
5,954,866) or Bodager et al. (U.S. 6,197,409) either of which in view of Santilli et al. (U.S. 
5,738,716). 

The disclosures with respect to Ohta et al. and Bodager et al. in paragraphs 2 and 3 above 
are incorporated here by reference. 

The difference between Ohta et al. or Bodager et al. and the present claimed invention is 
the requirement in the claims of bis(phthalocyanylalumino)tetraphenyldisiloxane. 

Ohta et al. and Bodager et al. each disclose the use of pigments, however, there is no 
disclosure of bis(phthalocyanylalumino)tetraphenyldisiloxane as presently claimed. 

SantilH et al., which is drawn to ink jet ink, disclose that commercially available cyan 
pigments, while possessing excellent lightfastness, tend to become more blue than cyan in hue, 
and thus the overall color gamut is limited when used in conjunction with other colorants. Thus, 
bis(phthalocyanylalumiho)tetraphenyldisiloxane is used because it possess both excellent hue 
and excellent lightfastness (col.2, lines 1 1-33). 

In light of the motivation for using bis(phthalocyanylalumino)tetraphenyldisiloxane 
disclosed by Santilli et al. as presently claimed, it therefore would have been obvious to one of 
ordinary skill in the art to use bis(phthalocyanylalumino)tetraphenyldisiloxane in Ohta et al. or 
Bodager et al. in order to produce ink which is excellent in both hue and lightfastness, and 
thereby arrive at the claimed inventibn. 
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10. Claims 1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yatake 
et al. (U.S. 6,737,449) in view of Santilli et al, (U.S. 5,738,716). 

The disclosure with respect to Yatake et al. in paragraph 5 above is incorporated here by 
reference. 

The difference between Yatake et al. and the present claimed invention is the requirement 
in the claims of bis(phthalocyanylalumino)tetraphenyldisiloxane. 

Yatake et al. disclose the use of pigments, however, there is no disclosure of 
bis(phthalocyanylalumino)tetraphenyldisiloxane as presently claimed. 

Santilli et al, which is drawn to ink jet ink, disclose that commercially available cyan 
pigments, while possessing excellent lightfastness, tend to become more blue than cyan in hue, 
and thus the overall color gamut is limited when used in conjunction with other colorants. Thus, 
bis(phthalocyanylalumino)tetraphenyldisiloxane is used because it possess both excellent hue 
and excellent lightfastness (col.2, lines 1 1-33). 

In light of the motivation for using bis(phthalocyanylalumino)tetraphenyldisiloxane 
disclosed by Santilli et al. as presently claimed, it therefore would have been obvious to one of 
ordinary skill in the art to use bis(phthalocyanylalumino)tetraphenyldisiloxane in Yatake et al. in 
order to produce ink which is excellent in both hue and lightfastness, and thereby arrive at the 
claimed invention. 

11. Claims 1-10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Breton et al. (U.S. 6,384,108) in view of either EP 1 106378 or Ohta et al. (U.S. 5,954,866). 
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Breton et al. disclose ink jet ink comprising pigment, humectant, water, and 2-20% 
water-dispersible polymer which is polyacrylate or polyester which has particle size of 2-500 nm 
and possesses glass transition temperature of 10-100 ^C. The polyester is obtained from 2.5-15 
mole% dimethyl 5-sulfoisophthalic sodium salt, 35-47.5 mole % dimethyl terephthalate, and 50 
mole% diol such as alkylene glycol. It is disclosed that the ink is printed using ink jet printer 
onto recording medium and that the ink is printed in response to recording signal (col.l, hues 4- 
10 and 35-52, col.3, lines 26-31, 35-39, and 49-53, col.4, lines 48-50 and 53-61, col.5, lines 15- 
18, 28-34, and 44-45, col.7, lines 51-53, and col.9, lines 29-33 and 64). 

The difference between Breton et al. and the present claimed invention is the requirement 
in the present claims of ink receiving layer on recording medium. 

Breton et al. disclose that the ink is printed on recording medium, but there is no explicit 
disclosure of ink receiving layer present on the recording medium. 

EP 1 106378, which is drawn to ink jet recording sheet, disclose that the recording sheet 
or medium comprises a non-porous ink receiviiig layer which absorbs and retains ink and 
comprises polymer including polyvinyl pyrrolidone and polyvinyl alcohol. The ink receiving 
layer is coated onto entire substrate by means of, for instance, slot coating, i.e. coating is 
continuous and coextensive. The motivation for using such ink receiving layer is to produce 
recording medium having glossy surface and improved waterfastness (paragraphs 1, 5, 8-10, 24, 
and 35). Given that EP 1 106378 discloses recording medium with ink receiving layer comprising 
polymers identical to those presently claimed, it is clear that such ink receiving layer is also 
inherently swellable and possesses gloss as presently claimed. 
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Alternatively, Ohta et al., which is drawn to ink jet ink, disclose the use of recording 
medium comprising an ink receiving layer which absorbs and retains ink and comprises polymer 
including hydroxypropylmethyl cellulose, polyvinyl pyrrolidone, and polyvinyl alcohol. The ink 
receiving layer is coated onto entire substrate by means of, for instance, bar coater, i.e. coating is 
continuous and coextensive. The motivation for using such ink receiving layer is to form a high 
quality image when ink is printed onto recording medium (col. 1, lines 33-36 and col.2, lines 4- 
10, 23-24, and 32). Given that Ohta et al. disclose recording medium with ink receiving layer 
con^rising polymers identical to those presently claimed, it is clear that such ink receiving layer 
is also inherently swellable, nonporous, and possesses gloss as presently claimed. 

In light of the disclosure of EP 1 106378 or Ohta et al. of recording medium comprising 
ink receiving layer as described above, it therefore would have been obvious to one of ordinary 
skill in the art to use recording medium comprising such ink receiving layer in ink jet printing 
method of Breton et al. in order to produce glossy, waterfast images, or alternatively, high 
quahty printed images, and thereby arrive at the claimed invention. 

12. Claims 1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton 
et al. in view of either EP 1 106378 or Ohta et al. as applied to claims 1-10 and 12 above, and 
further in view of Santilli et al. (U.S. 5,738,716). 

The difference between Breton et al. in view of either EP 1 106378 or Ohta et al. and the 
present claimed invention is the requirement in the claims of 
bis(phthalocyanylalumino)tetraphenyldisiloxane. 
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Breton et al. disclose the use of pigments, however^ there is no disclosure of 
bis(phthalocyanylalumino)tetraphenyldisiloxane as presently claimed. 

Santilli et al., which is drawn to ink jet ink, disclose that commercially available cyan 
pigments, while possessing excellent lightfastness, tend to become more blue than cyan in hue, 
and thus the overall color gamut is limited when used in conjunction with other colorants. Thus, 
bis(phthalocyanylalumino)tetraphenyldisiloxane is used because it possess both excellent hue 
and excellent lightfastness (col.2, lines 1 1-33). 

In light of the motivation for using bis(phthalocyanylalumino)tetraphenyldisiloxane 
disclosed by Santilli et al. as presently claimed, it therefore would have been obvious to one of 
ordinary skill in the art to use bis(phthalocyanylalumino)tetraphenyldisiloxane in Breton et al. 
order to produce ink which is excellent in both hue and lightfastness, and thereby arrive at the 
claimed invention. 

13. Claims 1-5, 6-12, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Erdtmann et al. (U.S. 6,046,253) in view of either EP 1 106378 or Ohta et al, (U.S. 5,954,866). 

Erdtmann et al. disclose ink jet printing method comprising providing an ink jet printer 
responsive to digital signals, loading the printer with ink-receiving element, loading the printer 
with an ink jet ink, and printing the ink in response to the digital signals. The ink jet ink 
comprises pigment such as Pigment Red 122 and Pigment Black 7, humectant, water, and 0.5- 
3% sulfonated polyester obtained from, for instance, diethylene glycol, 30 mol% sodium 
sulfoisophthalic acid, and 70 mole% isophthalic acid. The polyester possesses glass transition 
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temperature of, for instance, 41 (col.2, lines 21-35, coL2, line 48-col.3, line 65, col.4, lines 
13, 15, and 23-24, col.5, lines 35-36, and col.6, lines 3-1 1). 

The difference between Erdtmann et al. and the present claimed invention is the 
requirement in the claims of (a) ink receiving layer on recording medium and (b) particle size of 
polymer. 

With respect to difference (a), EP 1 106378, which is drawn to ink jet recording sheet, 
disclose that the recording sheet or medium comprises a non-porous ink receiving layer which 
absorbs and retains ink and con:5)rises polymer including polyvinyl pyrrolidone and polyvinyl 
alcohol. The ink receiving layer is coated onto entire substrate by means of, for instance, slot 
coating, i.e. coating is continuous and coextensive. The motivation for using such ink receiving 
layer is to produce recording medium having glossy surface and improved waterfastness 
(paragraphs 1, 5, 8-10, 24, and 35), Given that EP 1 106378 discloses recording medium with ink 
receiving layer comprising polymers identical to those presently claimed, it is clear that such ink 
receiving layer is also inherently swellable and possesses gloss as presently claimed. 

Alternatively, Ohta et al, which is drawn to ink jet ink, disclose the use of recording 
medium conqjrising an ink receiving layer which absorbs and retains ink and conqjrises polymer 
including hydroxypropylmethyl cellulose, polyvinyl pyrrolidone, and polyvinyl alcohol. The ink 
receiving layer is coated onto entire substrate by means of, for instance, bar coater, i.e. coating is 
continuous and coextensive. The motivation for using such ink receiving layer is to form a high 
quality image when ink is printed onto recording medium (col. 1, lines 33-36 and col.2, lines 4- 
10, 23-24, and 32). Given that Ohta et al. disclose recording medium with ink receiving layer 
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comprising polymers identical to those presently claimed, it is clear that such ink receiving layer 
is also inherently swellable, nonporous, and possesses gloss as presently claimed. 

In light of the disclosure of EP 1 106378 or Ohta et al. of recording medium comprising 
ink receiving layer as described above, it therefore would have been obvious to one of ordinary 
skill in the art to use recording medium comprising such ink receiving layer in ink jet printing 
method of Erdtmann et al. in order to produce glossy, waterfast images, or alternatively, high 
quality printed images, and thereby arrive at the claimed invention. 

With respect to difference (b), Ohta et al., which is drawn to ink jet ink, disclose the use 
of polymer having average particle size of no more than 150 nm in order to ensure dispersion 
stability (coL7, lines 5-58). 

In light of the motivation for using polymer with specific particle size disclosed by Ohta 
et al, as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use polymer with such particle size in Erdtmann et al. in order to ensure dispersion stability, 
and thereby arrive at the claimed invention. 

14. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Erdtmann et al. in 
view of either EP 1 106378 or Ohta et al. as applied to claims 1-5, 6-12, and 14 above, and 
further in view of Santilli et al. (U.S. 5,738,716). 

The difference between Erdtmann et al. in view of either EP 1 106378 or Ohta et al. and 
the present claimed invention is the requirement in the claims of 
bis(phthalocyanylalumino)tetraphenyldisiloxane. 
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Erdtmann et al. disclose the use of pigments, however, there is no disclosure of 
bis(phthalocyanylalumino)tetraphenyldisiloxane as presently claimed. 

Santilli et al, which is drawn to ink jet ink, disclose that connmercially available cyan 
pigments, while possessing excellent lightfastness, tend to become more blue than cyan in hue, 
and thus the overall color gamut is limited when used in conjunction with other colorants. Thus, 
bis(phthalocyanylalumino)tetraphenyldisiloxane is used because it possess both excellent hue 
and excellent lightfastness (col2, lines 1 1-33). 

In light of the motivation for using bis(phthalocyanylalumino)tetraphenyldisiloxane 
disclosed by Santilli et al. as presently claimed, it therefore would have been obvious to one of 
ordinary skill in the art to use bis(phthalocyanylalumino)tetraphenyldisiloxane in Erdtmann et al. 
order to produce ink which is excellent in both hue and lightfastness, and thereby arrive at the 

15. Claims 1-3, 6-8, 1 1-12, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carlson et al. (U.S. 6,136,890) in view of either EP 1 106378 or Ohta et al. (U.S. 5,954,866). 

Carlson et al disclose ink jet ink comprising 0.5-30% water-dispersible polyurethane, 
dispersant, pigment such as Pigment Red 122 and Pigment Blue 15 :3, humectant, and water. It is 
further disclosed that the ink is printed using ink jet printer onto paper (col. 1, lines 6-8 and 1 1- 
13, col2, lines 34-35 and 66-67, col.3, lines 6-7 and 53-55, col6, lines 9-25, col7, lines 25-30, 
col 13, lines 54-59, col 14, lines 29-42, and col 1 5, lines 19-20). Although there is no explicit 
disclosure that the ink jet printer prints in response to digital data signals, this is an inherent 
feature of ink jet printing. 
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The difference between Carlson et al. and the present claimed invention is the 
requirement in the present claims of (a) ink receiving layer on recording medium and (b) particle 
size of the polymer. 

With respect to difference (a), Carlson et al. disclose that the ink is printed on paper, but 
there is no explicit disclosure of ink receiving layer present on the paper. 

EP 1 106378, which is drawn to ink jet recording sheet, disclose that the recording sheet 
or medium conprises a non-porous ink receiving layer which absorbs and retains ink and 
comprises polymer including polyvinyl pyrrolidone and polyvinyl alcohol. The ink receiving 
layer is coated onto entire substrate by means of, for instance, slot coating, i.e. coating is 
continuous and coextensive. The motivation for using such ink receiving layer is to produce 
recording medium having glossy surface and improved waterfastness (paragraphs 1, 5, 8-10, 24, 
and 35). Given that EP 1 106378 discloses recording medium with ink receiving layer comprising 
polymers identical to those presently claimed, it is clear that such ink receiving layer is also 
inherently swellable and possesses gloss as presently claimed. 

Alternatively, Ohta et al, which is drawn to ink jet ink, disclose the use of recording 
medium comprising an ink receiving layer which absorbs and retains ink and comprises polymer 
including hydroxypropylmethyl cellulose, polyvinyl pyrrolidone, and polyvinyl alcohol. The ink 
receiving layer is coated onto entire substrate by means of, for instance, bar coater, i.e. coating is 
continuous and coextensive. The motivation for using such ink receiving layer is to form a high 
quality image when ink is printed onto recording medium (col. 1, lines 33-36 and col.2, lines 4- 
10, 23-24, and 32). Given that Ohta et al. disclose recording medium with ink receiving layer 
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conq)rising polymers identical to those presently claimed, it is clear that such ink receiving layer 
is also inherently swellable, nonporous, and possesses gloss as presently claimed 

In light of the disclosure of EP 1 106378 or Ohta et al. of recording medium conq^rising 
ink receiving layer as described above, it therefore would have been obvious to one of ordinary 
skill in the art to use recording medium comprising such ink receiving layer in ink jet printing 
method of Carlson et al. in order to produce glossy, waterfast images, or alternatively, high 
quality printed images, and thereby arrive at the claimed invention. 

With respect to difference (b), Ohta et al., which is drawn to ink jet ink, disclose the use 
of polymer having average particle size of no more than 1 50 nm in order to ensure dispersion 
stability (col.7, lines 5-58). 

In light of the motivation for using polymer with specific particle size disclosed by Ohta 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use polymer with such particle size in Carlson et al. in order to ensure dispersion stability, and 
thereby arrive at the claimed invention. 

16. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Carlson et al. in 
view of either EP 1 106378 or Ohta et al. as applied to claims 1-3, 6-8, 1 1-12, and 14 above, and 
further in view of Santilli et al. (U.S. 5,738,716). 

The difference between Carlson et al. in view of either EP 1 106378 or Ohta et al, and the 
present claimed invention is the requirement in the claims of 
bis(phthalocyanylalumino)tetraphenyldisiloxane. 
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Carlson et al. disclose the use of pigments, however, there is no disclosure of 
bis(phthalocyanylalumino)tetraphenyldisiloxane as presently claimed. 

Santilli et aL, which is drawn to ink jet ink, disclose that commercially available cyan 
pigments, while possessing excellent Ughtfastness, tend to become more blue than cyan in hue, 
and thus the overall color gamut is limited when used in conjunction with other colorants. Thus, 
bis(phthalocyanylalumino)tetraphenyldisiloxane is used because it possess both excellent hue 
and excellent Ughtfastness (coL2, lines 1 1-33). 

In Ught of the motivation for using bis(phthalocyanylalumino)tetraphenyldisiloxane 
disclosed by SantiUi et aL as presently claimed, it therefore would have been obvious to one of 
ordinary skill in the art to use bis(phthalocyanylalumino)tetraphenyldisiloxane in Carlson et al. 
order to produce ink which is excellent in both hue and Ughtfastness, and thereby arrive at the 
claimed invention. 

Al. The prior art made of record and not reUed upon is considered pertinent to appUcant's 
disclosure. 

lijima (U.S. 6,713,531) discloses ink jet ink conq^rising polyurethane or polyacrylate 
latex and pigment that is printed onto glossy paper. 

Erdtmann et al. (U.S. 6,533,408) disclose ink jet printing method conprising providing 
printer, loading printer with ink-receiving element comprising support with ink receiving layer 
thereon, loading printer with ink comprising water, humectant, pigment, and water-dispersible or 
water-soluble identical to that presently claimed, and printing ink onto the ink-receiving layer. 
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However, the ink receiving layer is porous which is in direct contrast to present claims which 
require nonporous ink receiving layer. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
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